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DETAILED ACTION 

Allowable Subject Matter 

1 . Claims 2-4, 6, 7, 1 1, 13 and 23-25 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 14-21 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

As in claim 14, lines 8-10 it states, "A triggering event detector. . .for printing print 
data..." It is indefinite as to how the "triggering event detector" can print data. 

As in claim 18, lines 1 1-13 it states, "A triggering event detector. . .for printing print 
data. . It is indefinite as to how the "triggering event detector" can print data. 
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As in claims 15-17 and 19-21, these claims are rejected due to the fact that they are 
dependent from claims 14 and 18, respectively. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1, 5, 8-10, 12, 22 and 26 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Horigane (2001/0006585). 

As in claims 1 and 22, Horigane discloses a method for triggering an embedding 
algorithm in response to a triggering event (user input) (Figure 2, page 3: paragraph 44, page 4: 
paragraphs 57-59), receiving print data (Figure 2, page 3: paragraphs 43-45, page 4: paragraphs 
57-59), reading printer configuration data (e.g., print date information, number-of-page 
information, etc.) (page 1 : paragraphs 8 and 13, page 4: paragraphs 57-59), encoding the 
configuration data (page 4: paragraphs 56-57), embedding the encoded configuration data into 
the print data (page 4: paragraph 58), sending the print data to a printhead (within printer) (page 
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4: paragraphs 58-62), and printing the print data as a visible image comprising the embedded 
encoded configuration data (Figure 7, page 1: paragraph 8, page 5: paragraph 70). 

As in claims 5 and 26, Horigane discloses wherein the triggering step comprises initiating 
a triggering event by detecting the print data originates from a predetermined source (e.g., the 
application data the user wishes to print) (page 1 : paragraph 7, page 3: paragraph 44-46). 

As in claim 8, Horigane discloses wherein the triggering step comprises initiating a 
triggering event by recognizing a set parameter to embed data in the print data (i.e., the user 
input acts as a set parameter) (page 3: paragraph 44). 

As in claim 9, Horigane discloses wherein the triggering step comprises initiating a 
triggering event by detecting the activation of a button (page 5: paragraph 70). 

As in claim 10, Horigane discloses wherein the activation of the button comprises a 
detection of activation of a physical button on the printer device (page 5: paragraph 70). 

As in claim 12, Horigane discloses scanning the printed data to provide scanned data, 
analyzing the scanned data to recognize embedded data, and providing encoded data 
corresponding to the recognized embedded data (Figure 7, page 5: paragraph 72). 
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6. Claim 14-21 are rejected under 35 U.S.C. 102(e) as being anticipated by Wasilewski 
(2002/0120944). 

As in claim 14, Wasilewski discloses an apparatus that comprises a data embedding 
application (within the operating software) (Abstract, page 5: paragraph 54), a 
controller/processor unit communicatively coupled to the data embedding application (Figure 6, 
element 615), a data memory communicatively coupled to the controller/processor unit (Figure 
6, element 620), a print engine communicatively coupled to the controller/processor unit (Figure 
6, element 635), a printhead communicatively coupled to the print engine (within the printer) 
(Figure 6, element 635), and a trigger event detector, communicatively coupled to the data 
embedding application and the controller/processor unit, for printing print data comprising 
embedded data in response to detecting a trigger event (command) at the apparatus (Figure 6, 
Abstract, page 5: paragraphs 52-54). 

As in claim 15, Wasilewski discloses providing a self-analysis module communicatively 
coupled to the controller/processor unit, wherein the self-analysis module provides a triggering 
event (i.e., the user and remote control unit are interpreted as the self-analysis module since they 
produce a trigger event) (Figure 6, Abstract, page 4: paragraph 50). 

As in claim 16, Wasilewski discloses providing a supply monitoring module 
communicatively coupled to the controller/processor unit, wherein the supply monitoring module 
provides a triggering event (i.e., the user and remote control unit are interpreted as the supply 
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monitoring module since they produce a trigger event) (Figure 6, Abstract, page 4: paragraph 
50). 

As in claim 17, Wasilewski discloses a configuration database including configuration 
data for the triggering event detector and for the data embedding application (page 5: paragraph 
52), and a document queue (i.e., printers typically have document queues within them). 

As in claim 18, Wasilewski discloses an apparatus that comprises at least one networked 
device (Figure 1), a network interface, communicatively coupled to the at least one networked 
device (Figure 1), a data embedding application (within the operating software) (Abstract, page 
5: paragraph 54), a controller/processor unit communicatively coupled to the data embedding 
application and to the network interface (Figure 6, element 615), a data memory 
communicatively coupled to the controller/processor unit (Figure 6, element 620), a print engine 
communicatively coupled to the controller/processor unit (Figure 6, element 635), a printhead 
communicatively coupled to the print engine (within the printer) (Figure 6, element 635), and a 
trigger event detector, communicatively coupled to the data embedding application and the 
controller/processor unit, for printing print data comprising embedded data in response to 
detecting a trigger event (command) at the apparatus (Figure 6, Abstract, page 5: paragraphs 52- 
54). 

As in claim 19, Wasilewski discloses providing a document source detection module 
communicatively coupled to the controller/processor unit, wherein the document source 
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detection module provides a triggering event (i.e., the user and remote control unit are 
interpreted as the document source detection module since they produce a trigger event) (Figure 

6, Abstract, page 4: paragraph 50). 

As in claim 20, Wasilewski discloses providing a supply monitoring module 
communicatively coupled to the controller/processor unit, wherein the supply monitoring module 
provides a triggering event (i.e., the user and remote control unit are interpreted as the supply 
monitoring module since they produce a trigger event) (Figure 6, Abstract, page 4: paragraph 
50). 

As in claim 21, Wasilewski discloses a configuration database including configuration 
data for the triggering event detector and for the data embedding application (page 5: paragraph 
52), and a document queue for storing documents received from the at least one networked 
device (i.e., printers typically have document queues within them) (Figures 1 and 6, Abstract). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

See Form PTO-892. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott T Baderman whose telephone number is (703) 305-4644. 
The examiner can normally be reached on Monday-Friday, 6:45 AM-4:15 PM, first Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on (703) 305-9713. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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